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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

Applicants request review of the final rejection in the above-identified application 
pursuant to 1296 Off. Gaz. Pat. Office 67 (July 12, 2005) and 1303 Off. Gaz. Pat. Office 21 
(February 7, 2006). 

No amendments are being filed with this request. 

This request is being filed with a Notice of Appeal pursuant to 37 CFR § 41.31(a)(1), 
accompanied by the requisite fee of $540.00 under 37 CFR § 41.20(b)(1). Please also charge 
$970 for the three month extension of time fee to Deposit Account 160820, Order No. UNAX1- 
38300. Please be advised that the three month extension of time fee is $1100 but we have 
previously paid $130. 

The review is requested for the reasons stated on the following sheets. 
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REASONS FOR REQUEST 

1. Background 

Claims 1-7, 15, and 33-34 were rejected under 35 U.S.C. 102(e) as being anticipated by 
Larrinaga (U.S. Pat. Pub. 2004/0112736), equivalent to Goikoetxea et al. (WO 02/077318). 
Furthermore, the Examiner has alleged that the proposed amendment to claim 1 filed after a final 
rejection introduces new matter and, therefore, will not be entered. 

2. Omission of Elements Needed for a Prima Facie Rejection 

Claim 1 states "said device for producing the magnetic field comprising at least two 
magnet systems with opposite poles." Larrinaga docs not disclose this claim limitation. The 
Examiner has alleged that Larrinaga teaches a target (2) in an effective area of a device 
comprising two magnet systems (3) - (5) with opposite poles. Applicants respectfully disagree. 

Larrinaga teaches a group of permanent magnets (3) and a second magnetic system 
constituted by a single electromagnet (4-5) located behind a target (2). As is shown in FIG. 1, 
the magnet systems (3, 4-5) all have the same orientation. That is, the north poles all face in the 
same direction. The north poles of both magnet systems (3, 4-5) are oriented towards the 
substrate (10). Thus, the magnet systems (3, 4-5), do not have "opposite poles" as claimed. 

In distinction, claim 1 requires "at least two magnet systems with opposite poles." The 
magnet poles in Larrinaga are not opposite; they all face the same direction. Furthermore, the 
Examiner does not explain how Larrinaga meets this limitation, but instead merely states that 
Larrinaga has "two magnet systems [3]-[5] with opposite poles." Presumably, the Examiner 
relies on the fact that each magnet has opposite north and south poles. It is understood, however, 
that every magnet system has two opposite poles, both a north pole and a south pole. One skilled 
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in the art would not interpret the phrase "at least two magnet systems with opposite poles" to 
refer to the two poles of the same magnet, the north and south poles. Rather, the phrase would 
be understood to refer to the orientation of the poles of one magnet system relative to the other 
magnet system, such as magnet systems with poles facing the same direction versus magnet 
systems with poles oppositely oriented (i.e., facing opposite directions). Therefore, Larrinaga 
teaches magnet systems with poles oriented in the same direction, and not "magnet systems with 
opposite poles," as recited in claim 1 . Accordingly, claim 1 is believed to be in condition for 
allowance. Applicants respectfully request withdrawal of the corresponding rejection of claim 1. 

Claims 2-16, and 33-34 depend from independent claim 1 that is believed to be in 
condition for allowance as set forth above. Accordingly, applicants respectfully request 
withdrawal of the corresponding rejection of claims 2-16 and 33-34 as depending directly or 
indirectly from allowable claim 1 . 

3. Support for the After Final Amendment is Found in the Disclosure 

In a response to a final Office action, applicants attempted to amend claim 1 to state 
"device for producing the magnetic field comprising at least two magnet systems with oppositely 
oriented poles" to make the distinction noted above even more explicit. The proposed 
amendment was not entered, however, because the Examiner alleged that it raised the issue of 
new matter. An interview with the Examiner confirmed that the Examiner did not merely 
consider this a new issue that could be addressed by filing an RCE. Rather, the Examiner 
contended that the amendment attempted to enter new matter. So, even filing the amendment 
with an RCE would prompt a new matter rejection. Applicants assert, however, that the claimed 
structure is adequately supported by the disclosure. 
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An example of the magnets according to the invention is shown in FIG. 1 in which two 
magnet systems 9, 10 are positioned behind a target 6. As described on page 7 of the 
specification, "the two coils are connected to the line devices so that the currents flowing through 
the two coils run in opposite directions electronically." Having the two coils run in opposite 
directions has the effect of making the poles oppositely oriented. Moreover, as described in the 
final paragraph on page 4 of the specification describes the placement of a second coil placed 
behind the first magnet system. The second magnet system is "oriented against the effect of the 
first magnet system" and "the opposite parallel components of the two magnet systems, 
depending on their distance from the target, cancel each other out in part or in full." 

As stated above, one skilled in the art would not understand "two oppositely oriented 
poles" to refer to the two poles of the same magnet. Moreover, one skilled in the art would 
understand the phrase on page 3 "...that includes at least two magnet systems with opposite 
poles" to mean "oppositely oriented." Lastly, applicants point to the phrase on the bottom of 
page 8, stating "magnets with an identical pole orientation are placed on the back of the target 
near the rim, and one or more magnets with opposite poles stands opposite them in the center of 
the target..." Here, identical pole orientation is put in relation to opposite poles, i.e., opposite 
pole orientation, as would be known by one skilled in the art. 

Consequently, the proposed amendment to claim 1, "the magnetic field comprising at 
least two magnet systems with oppositely oriented poles..." is supported by the application as 
filed. Applicants respectfully assert that the amendment does not raise the issue of new matter. 
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4. Omission of Elements Needed for a Prima Facie Rejection 
The cited reference, Larrinaga, does not disclose the limitations in the proposed 
amendment of claim 1 . As stated above, Larrinaga teaches a group of permanent magnets (3) 
and a second magnet system constituted by a single electromagnet (4-5) having the same 
orientation with the north and south poles facing in the same direction. Both the north poles of 
the magnet systems (3, 5) are oriented towards the substrate (10). Thus, the poles are not 
"oppositely oriented," as claimed. Therefore, the proposed amendment to claim 1 is not 
anticipated by Larrinaga. 

4. Conclusion 

In light of the foregoing, it is respectfully submitted that the present application is in a 
condition for allowance and notice to that effect is hereby requested. 

If there are any additional fees resulting from this communication, please charge the same 
to our Deposit Account No. 16-0820, our Order No. UNAX1-38300. 

Respectfully submitted, 
PEARNE & GORDON LLP 

Date: February 19, 2010 By: /michaelwgarvey/ 

Michael W. Garvey, Reg. No. 35878 

1801 East 9th Street 
Suite 1200 

Cleveland, Ohio 44114-3108 
(216) 579-1700 
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